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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION " ^ ^ ° 

Status 

1)13 Responsive to communication(s) filed on 21 April 2003 . 

2aM This action is FINAL. 26)0 This action is non-final. 

application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 C D 1 1 453 o G 21 3 
Disposition of Claims ' ■'^■^<^. 

4) 13 Claim(s) IJiZafTcL/MZ is/are pending in the application. 
4a) Of the above claim(s) 13-15 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 1.5-7.12.16 andi? is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on 03 August 2000 is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 

1 1 )□ The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, con-ected drawings are required in reply to this Office action. 
^2)^ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)l3AII b)n Some*c)n None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. 

3. n Copies of the certified copies of the priority documents have been received in this National Staoe 

application from the Intemational Bureau (PCT Rule 17 2(a)) iNaiionai biage 

See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application). 

3) n The translation of the foreign language provisional application has been received 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 

Attachnient(s) 

Notice of References Cited f PTO-892) ^ v rn . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5 H ^7"^ Summary (PTO-413) Paper No(s). . 

•^1 n \r.fr^r^^,; . r> r^cvicw {r I u y^oj 5) u Notice of Informal Patent Application (PTO-152) 

3) U Information Disclosure Statement(s) (PTO-1449) Paper No(s) . 6) □ Other: PP"caiion i o 152) 
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DETAILED ACTION 

1 . Claims 1 , 5-7 and 1 2-i 7 are pending, with claims 13-15 being withdrawn from 
consideration as being drawn to a non-elected invention. 

2. The rejection under 35 USC 1 03 based on the Shindo reference has been 
withdrawn in view of the remarks filed 21 April 2003. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in sertion 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
S!=hi^fch"I^ ^ !°K^ having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1, 5-7. 12, 16 and 17 rejected under 35 U.S.C. 103(a) as being 
unpatentable over Yanagihara et al (JP 60-250557 A). 

Yanagihara et al teach (see abstract) a hydrogen storage alloy that has the 
general formula LaNixCoyMz. M is selected from a list that includes Mg, 1 .5<x<4. 
3<x+y<5.5 and 4<x+y+z<5.5. This composition has ranges that include 34.57 wt% La. 
and overlap the ranges of Co and Mg. 

Yanagihara et al fail to meet the claimed range of La. However, the composition 
range of La would have been obvious because the prior art range is close enough 
(34.57 wt% vs. 33 wt%) that one skilled in the art would have expected it to have the 
same properties, see MPEP 2144.05. 

Regarding claim 5, Yanagihara et al teach (see English abstract) that the M 
metal can be selected from "at least one of a list of metals. Among the metals on this 
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list is V. The disclosure indicates that mixtures of metals for the formula for M are within 
the scope of Yanagihara et al. Therefore, Yanagihara et al teach adding V to the 
hydrogen storage alloy even though no specific example contains Mg while also 
containing V. 

Regarding claims 6, 7 and 17, with respect to the property of crystal lattice 
constants, the alloy composition taught by Yanagihara et al overlaps the alloy 
composition recited in the claims. The method of making described by Yanagihara et al 
(see page 296, upper right, orally translated by USPTO) includes arc melting in an Ar 
atmosphere followed by casting to form an ingot. This method is substantially similar to 
the method of the present invention. Therefore, one of ordinary skill in the art would 
have expected that the products taught by the reference would have the same crystal 
lattice constants as claimed because the alloy has an nearly identical composition and 
is made by a substantially similar method. The selected alloy of Yanagihara et al 
contains 6 wt% Co. 

"Where the claimed and prior art products are identical or substantially identical in structure or 
composition or are produced by identical or substantially identical processes, a prima facie case of either 
anticipation or obviousness has been established, In re Best 195 USPQ 430, 433 (CCPA 1977). 'When 
the PTO shows a sound basis for believing that the products of the applicant and the prior art are the 
same, the applicant has the burden of showing they are not.' In re Spada, 15 USPQ2d 1655, 168 (Fed. 
Cir. 1 990). Therefore, the prima facie case can be rebutted by evidence showing that the prior art 
products do not necessarily possess the characteristics of the claimed product. In re Best 195 USPQ 
430, 433 (CCPA 1 977)." See MPEP 21 12.01 

Regarding claim 12, Yanagihara et al teach a hydrogen storage alloy which is 
based on the formula LauRvMgwNixCoyMz, where v is 0 and z is 0. (x+y+z)/(u+v) for the 
selected composition (as above) is 4.409. 
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Regarding claim 16, Yanagihara et a! teach (see English abstract) that a battery 
is made from an electrode that is made from the hydrogen storage alloy disclosed 
therein. 

Response to Arguments 

5. Applicant's arguments filed 21 April 2003 have been fully considered but they are 
not persuasive. Applicant argued that: 

a. Yanagihara et al an alloy with greater than 0 wt% and less than 6 wt% Co; 
and, 

b. The purpose of the present invention is unrelated to the purpose and 
teaching of Yanagihara et al. 

In response to Applicant's first argument, Yanagihara et al teach a broad range 
of composition. Though no specific example contains Co at between 0 and 6 wt%, 
Applicant is reminded that the disclosure of the prior art should not be construed as 
being limited only to the specific examples contained therein. See In re Fracalossi 215 
USPQ 569 (CCPA 1982). Yanagihara et al teach a broad range of Co which includes 
the presently claimed range. However, Applicant has not demonstrated the criticality of 
the nan-ow range of the present claims. 

In response to Applicant's second argument, though the problems addressed by 
the invention of Yanagihara et al and the present invention are different, they are 
considered analogous art because both are directed to hydrogen-storage alloys for 
rechargeable batteries. It has been held, that where the prior art suggests doing what 
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Applicants have done, though for different reasons, an obviousness rejection still 
stands. 

"We think it is sufficient that the prior art clearly suggests doing what appellants have 
done, although an underlying explanation of exactly why this should be done, other than 
to obtain the expected superior beneficial results, is not taught or suggested in the cited 
references." In re Gershon, Goldberg, and Nelditch 152 USPQ 602 

Conclusion 

6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

7. Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Harry D Wilkins, III whose telephone number is 703- 
305-9927. The examiner can normally be reached on M-Th 10:00am-8:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Roy V King can be reached on 703-308-1 146. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-872-9310 for 
regular communications and 703-872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to tlie status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-308- 
0661. 



Harry D Wilkins, III 
Examiner 

Art Unit 1742 ,l 

hdw ROY KING 

May 21 , 2003 SUPERVISORY PATENT EXAMINER 

TECHNOLOGY CENTER 1700 



